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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent Claim 1 recites the following limitation: "downloading a content file 
in a first data format from a remote server to a first user device for a first cost basis", 
which indicates providing services in exchange of receiving a monetary amount. 
However, dependent claim 2 recites: "said method wherein the first cost basis is free", 
which indicates that there is no "cost" or "paying" at all, which is confusing. Same 
reasoning applied to the remaining claims. 

Independent claim 20 recites a system including "a logic configured...", which is 
confusing. It is not clear to what extend the term "logic" constitutes a structural element. 

Regarding claim 7 the phrase "such" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Regarding claim 10, the claim is confusing because it refers to claim 8 while 
recites the limitation of claim 10 (second payment). 

Regarding claim 17, the claim is confusing because it refers to claim 8' while 
recites the limitation of claim 10 (first payment). 
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Regarding claim 29, the claim is confusing because it refers to claim 20 while 
recites the limitation of claim 22 (first payment). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 and 8-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Warnock et al. (hereinafter Warnock) (WO 01/29732) in view of Kobata et al. 
(hereinafter Kobata) (US 2002/0082997). 

Claim 1. Warnock teaches a method for providing information over a public data 
network with access control and paid transaction comprising: 

downloading a content file in a first data format from a remote server to a first 
user device for a first cost basis (Abstract; page 4, lines 19-26); 

granting a capability to use said content file by paying a second cost basis (page 
4, lines 22-26). 

However, Warnock does not specifically teach that said granting a capability to 
use said content file by paying a second cost basis includes converting said first format 
into the second (usable) format. 

Kobata teaches controlling and managing digital assets wherein the authorized 
users can transform (convert) downloaded multimedia files from one format to another 
for viewing or copying of said multimedia files [0095], [0175]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Warnock to include converting said first format into the 
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second (usable) format, as disclosed in Kobata, because it would advantageously allow 
the customer to download any type of digital files to the customer's system regardless of 
the formats of said digital files, thereby providing convenience to the user. 

Claim 2. Wamock teaches said method wherein the first cost basis is free (page 
4, lines 23-25). 

Claim 3. Kobata teaches said method wherein the first data format of the content 
file is different than the data format of the second data format [0095]. The motivation to 
combine Wamock and Kobata would be downloading any type of digital files to the 
customer's system regardless of the formats of said digital files. 

Claim 4. Kobata teaches said method wherein the second data format is 
selected from the group consisting of an audio wave and an MP3 [0096]. The motivation 
to combine Wamock and Kobata would be downloading any type of digital files to the 
customer's system regardless of the formats of said digital files. 

Claim 5. Kobata teaches said method wherein the first data format of the content 
file is not suitable for playback on a device selected from the group consisting of an 
audio CD player and an MP3 player ([0095], transforming different formats into usable 
formats indicates that that those formats would not be suitable for playback on a 
device). The motivation to combine Warnock and Kobata would be downloading any 
type of digital files to the customer's system regardless of the formats of said digital 
files. As per "MP3" feature per se, see reasoning applied to claim 4. 

Claim 6. Kobata teaches said method wherein the second data format of the 
content file is encoded for playback on a player equipped to decode the content file 
[0181]. The motivation to combine Warnock and Kobata would be to secure the digital 
asset during transmission and make efficient user of resources (e.g., network, 
bandwidth, storage, or memory). 

Claim 8. Warnock teaches a system for providing information over a public data 
network with access control and paid transaction comprising: 
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means for storing encoded content in a first protected format (downloading a 
content file in a first data format from a remote server indicates means for storing said 
content in said first format (Abstract; page 4, lines 19-26); 

means for decoding the encoded content for playback directly on the audio 

playback subsystem (page 4, lines 22-26); 

means for conducting a payment transaction with a means for receiving payment 
(Abstract; page 4, lines 22-26). 

However, Warnock does not specifically teach means for converting the encoded 
content into a second format. 

Kobata teaches a system for controlling and managing digital assets including 
means for transforming (converting) downloaded multimedia files from one format to 
another for viewing or copying of said multimedia files [0095], [0175]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Warnock to include means for converting said first format 
into the second (usable) format, as disclosed in Kobata, because it would 
advantageously allow the customer to download any type of digital files to the 
customer's system regardless of the formats of said digital files, thereby providing 
convenience to the user. 

Claim 9. Warnock teaches said system wherein the second format comprises an 
unprotected format suitable for playback (Abstract; page 4, lines 19-26). 

Claim 10. Warnock teaches said system wherein the means for conducting a 
payment transaction further comprises means for conducting first and second payment 
transactions, the first payment transaction enabling the means for decoding to decode 
the encoded content for playback directly on the system's audio playback system 
(Abstract; page 8, line 29 - page 9, line 9). 
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Claim 11. Warnock teaches that second payment transaction enables converting 
the encoded content to be used for playback (Abstract; page 4, lines 19-26). As per 
"format" feature per se, see reasoning applied to claim 8. 

Claim 12. Warnock teaches said system further comprising a means for 
receiving payment in communication with the means for conducting a payment 
transaction (Abstract; page 4, lines 19-26). 

Claim 13. Warnock teaches said system further comprising a content source in 
communication with the means for storing encoded content (receiving content files at 
the system's computer indicates receiving said files from a source) (Abstract; page 4, 
lines 19-26). 

Claim 14. The necessity to convert the digital file from first format to usable 
format in Kobata indicates that the first protected format is not suitable for playback 
directly on the system's audio playback subsystem [0181]. 

Claim 15. The necessity to convert the digital file from first format to usable 
format in Kobata indicates that the first protected format is not suitable for playback 
directly on the system's audio playback subsystem, wherein said playback is conducted 
on an audio CD player or on an MP3 player [0181]. 

Claim 16. Warnock teaches said system wherein the system comprises a PC 
(Fig. 8). 

Claim 17. Warnock teaches that the first payment transaction is free (Abstract). 

Claim 18. Kobata teaches said system wherein the second format is encoded 
with a unique identifier such that the second format is suitable for playback only on 
devices which are equipped with the unique identifier [0181]. The motivation to combine 
references is to provide security to the system. 
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Claim 19. Kobata teaches said system wherein the unique identifier is selected 
from the group consisting of a cryptographic key and a serial number [0181]. The 
motivation to combine references is to provide security to the system. 

Claim 20. Warnock teaches a system for providing information over a public data 
network with access control and paid transaction comprising: 

a memory configured to store encoded content (Abstract, page 4, lines 19-26), 

said memory including computer-readable instructions for conducting the 
following steps: 

decoding the encoded content for playback directly on the audio playback 
subsystem (page 4, lines 22-26); 

conducting a payment transaction with a payment receiver (Abstract, page 4, line 
22-26); 

However, Warnock does not specifically teach converting the encoded content 
into a second format. 

Kobata teaches a system for controlling and managing digital assets including 
means for transforming (converting) downloaded multimedia files from one format to 
another for viewing or copying of said multimedia files [0095], [0175]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Warnock to include converting said first format into the 
second (usable) format, as disclosed in Kobata, because it would advantageously allow 
the customer to download any type of digital files to the customer's system regardless of 
the formats of said digital files, thereby providing convenience to the user. 

Claim 21. Warnock teaches said system wherein the second format comprises 
an unprotected format suitable for playback (Abstract; page 4, lines 19-26). 
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Claim 22. Warnock teaches said system wherein the means for conducting a 
payment transaction further comprises means for conducting first and second payment 
transactions, the first payment transaction enabling the means for decoding to decode 
the encoded content for playback directly on the system's audio playback system 
(Abstract; page 8, line 29 - page 9, line 9). 

Claim 23. Warnock teaches that second payment transaction enables converting 
the encoded content to be used for playback (Abstract; page 4, lines 19-26). As per 
"format" feature per se, see reasoning applied to claim 8. 

Claim 24. See reasoning applied to claim 20. 

Claim 25. Warnock teaches said system further comprising a content source in 
communication with the means for storing encoded content (receiving content files at 
the system's computer indicates receiving said files from a source) (Abstract; page 4, 
lines 19-26). 

Claim 26. The necessity to convert the digital file from first format to usable 
format in Kobata indicates that the first protected format is not suitable for playback 
directly on the system's audio playback subsystem [0181]. 

Claim 27. The necessity to convert the digital file from first format to usable 
format in Kobata indicates that the first protected format is not suitable for playback 
directly on the system's audio playback subsystem, wherein said playback is conducted 
on an audio CD player or on an MP3 player [0181]. 

Claim 28. Warnock teaches said system wherein the system comprises a PC 
(Fig. 8). 

Claim 29. Warnock teaches that the first payment transaction is free (Abstract). 

Claim 30. Kobata teaches said system wherein the second format is encoded 
with a unique identifier such that the second format is suitable for playback only on 
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devices which are equipped with the unique identifier [0181]. The motivation to combine 
references is to provide security to the system. 

Claim 31. Kobata teaches said system wherein the unique identifier is selected 
from the group consisting of a cryptographic key and a serial number [0181]. The 
motivation to combine references is to provide security to the system. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Warnock and Kobata, as applied to claim 1, and further in view of 
Cronce (US 20030156719). 

Claim 7. The combination of Warnock and Kobata teaches all the limitations of 
claim 7 except that wherein the second data format of the content file is encoded such 
that it is suitable for playback on only one audio player. 

Cronce teaches a method for delivery of a licensed toolset to a software 
publisher for creating license-managed software products wherein the software product 
can run only on a specific machine [0040]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Warnock and Kobata to include that the data format of 
the content file is encoded such that it is suitable for playback on only one machine, as 
disclosed in Cronce, because it would allow to control use of software for the purpose of 
limiting or eliminating unauthorized use of software ([0003], Cronce). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

(i) US 2002/0073220 to Lee discloses method of transmitting multimedia 
contents from the internet to client systems. 
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(ii) US 6,385,596 to Wiser discloses secure online music distribution system. 

(iii) US 2005/0033864 to Matsushima discloses digital data distribution system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mila Airapetian whose telephone number is (571) 272- 
3202. The examiner can normally be reached on Monday-Friday 9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on (571 ) 272-6763. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



